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DETAILED ACTION 
Specification 

1 . The disclosure is objected to because of the following informalities: formulae (III) 
and (IV) are partially ambiguous. The ambiguity stems from the fact that other formulae, 
e.g. formula (II), have clearly labeled hydrogen atom constituents, but formulae (III) and 
(IV) do not. 

EWG EWG ewg 

I I 

Cv HO C OH r 6 o C OH 

2. The circled areas on both structures (III) and (IV) could imply either a methyl 
group, or a free site whereby any group could be attached at that position. From the 
other structures disclosed, it appears Applicant intended for said sites to indicate a 
hydrogen atom at each position. If it was intended to be a free site, Applicant should 
clearly indicate this. 

3. Appropriate correction is required. 

Claim Objections 

4. Claims 6 and 7 are objected to because of the following informalities: the claims 
should recite the chemical structures used (i.e., formulae (I) and (V)). Claim 6 should 
not reference claim 1 unless it is meant to be dependent upon claim 1 . Examiner has 
interpreted claim 6 to be an independent claim for the purposes of this office action. 
Appropriate correction is required. 
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Double Patenting 

5. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

6. A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

7. Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

8. Claims 6-13 of Application 10/560212 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 7-21 
of copending Application No. 1 1/707952 in view of Kiritani et al. (3,981 ,821 ). 

9. In Application 10/560212, Applicant claims encapsulated material wherein the 
wall material comprises a resin made from a compound according to the following 
formula (I): 



X EWG 
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where X is O or NR 5 ; 

EWG is an electron-withdrawing group; 

Ri. R2, R3, R5 are equal to an H, alkyl, cycloalkyl, aryl of heterocyclic group; and 
R 1f R 2 , and R 5 or R 1f R 2 , and R 3 may together form a heterocyclic group. 

1 0. Note that Applicant considers an ester group to be an electron-withdrawing 
group, as evidenced by claim 2, which creates a limitation that defines the EWG as one 
of a collection of functional groups including an ester group. 

11. In Application No. 1 1/707952, Van Benthem et al. claim processes for making the 
following compound as well as amino-aldehyde resins prepared from the following 
compound: 



x 

R 



R3 



O 

4 

! ^OH 
H 



where X is NR 5 (claims 7-10), or O or NR 5 (claims 11-21); 
R4 is equal to a C1-C12 alkyl group, aryl group, aralkyl group or cycloalkyl group; 
R1, R2, R3, R5 are equal to an H, alkyl, cycloalkyl, aryl of heterocyclic group; and 
Ri, R2, and R 5 or R 1p R 2 , and R 3 may together form a heterocyclic group. 

12. The claims in Application No. 1 1/707952 are directed toward processes for 
making the same compound as in Application No. 10/560212. However, Application 
1 1/707952 is silent with regards to encapsulated materials. 

13. Kiritani et al. (3,981 ,821 ) disclose a method for preparing microcapsules 
containing a hydrophobic liquid (col. 1 In. 6). The process involves emulsifying the 
hydrophobic liquid as a disperse phase in a hydrophilic liquid, polymerizing a wall- 
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forming substance present in the hydrophilic liquid phase, and depositing said 
substance around the hydrophobic liquid droplets (col. 2 In. 10+). Kiritani et al. disclose 
that the wall-forming substance can be any water-soluble compound which can either 
self-polymerize or react with another reactant to form water-insoluble polymers (col. 3 
In. 31-36). They also list examples of such compounds, including urea resins, melamine 
resins, a urea resin and an aldehyde compound, and a melamine resin and an aldehyde 
compound (col. 3 In. 44-54). 

14. Thus, at the time of the invention, claims 6-13 would have been obvious to one of 
ordinary skill in the art given claims 7-21 of copending Application No. 1 1/707952 in 
view of Kiritani et al. It would also be impossible to practice the subject matter of 
Application No. 10/560212 without infringing upon Application No. 11/707952. 

1 5. This is a provisional obviousness-type double patenting rejection. 

16. Claims 6-13 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-5 of U.S. Patent No. 7,199,209 in view of 
Kiritani et al. (3,981,821). 

17. In Application 10/560212, Applicant claims encapsulated material wherein the 
wall material comprises a resin made from a compound according to formula (I) as 
above. 

18. In U.S. Patent No. 7,199,209 Van Benthem et al. claim the following compound: 
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II /0*4 

X c 

II I /OH 

R] > /C ^ C ^H 

where X is NR 5 ; 

R4 is a Cr C12 alkyl group, aryl group, aralkyl group, or cycloalkyl group; 
R1, R2, R3, R5 are equal to an H, alkyl, cycloalkyl, aryl of heterocyclic group; and 
R 2 , and R 5 or R 1f R 2 , and R 3 may together form a heterocyclic group. 

19. The claims in Application No. 10/560212 are directed toward processes for 
making the same compound as claimed in Patent No. 7,199,209. However, Patent No. 
7,199,209 is silent with regards to encapsulated materials. 

20. Kiritani et al. (3,981 ,821 ) disclose a method for preparing microcapsules 
containing a hydrophobic liquid (col. 1 In. 6), as explained above. 

21 . Thus, at the time of the invention, claims 6-1 3 would have been obvious to one of 
ordinary skill in the art given claims 7-21 of copending Patent No. 7,199,209 in view of 
Kiritani et al. It would also be impossible to practice the subject matter of Application No. 
10/560212 without infringing upon Patent No. 7,199,209. 

22. Examiner notes that, as this is a 371 National Stage application, all of the claims, 
including claims 1-5, define a unified invention. 

23. Applicant is also reminded of his duty to disclose all relevant documents that are 
pertinent to his case. 
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Claim Rejections - 35 USC § 103 

24. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

25. Claims 1-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
North (4,285,690) in view of Kiritani et al. (3,981,821). 

26. Applicant claims a process for making capsules wherein the wall material 
comprises a resin made from a compound according to the following formula: 



X EWG 




where X is O or NR 5 ; 

EWG is an electron-withdrawing group; 

Ri, R2, R3, R5 are equal to an H, alkyl, cycloalkyl, aryl of heterocyclic group; and 
R^ R 2 , and R 5 or R 1f R 2 , and R 3 may together form a heterocyclic group. 

27. The process involves dissolving the above compound in a solvent, dispersing a 
core material into the formed solution, covering the core material with the resin, and 
optionally hardening and/or recovering the capsules. Applicant also claims the resultant 
encapsulated material and various potential embodiments. 

28. The examiner interprets the phrase "R1 , R 2 , and R 3 may together form a 
heterocyclic group" to include the case where R 2 and R 3 may be constituents of the 
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heterocyclic ring itself, while Ri is an N-substitution of the heterocyclic group. Even 
though Ri is not contained within the ring, it is still part of the heterocyclic group. The 
case where Ri and R 2 compose a double bond in the heterocyclic ring is another 
considered interpretation. 

29. North (4,285,690) discloses a product resulting from the reaction between a 
cyclic urea and glyoxal (col. 1 In. 59-62). The resulting product is thus a subset of the 
general compound described by Applicant since glyoxal is an aldehyde that follows 
Applicant's formula (II) (p3). North also discloses that the product is water soluble; he 
uses an aqueous solution of the product in at least one example (col. 7 In. 57). 

30. While North directs his invention to the field of wrinkle-resistant fabric, he 
recognizes a multitude of different fields of endeavor to which one could apply the 
product (col. 3 In. 37+), including film-forming resins for coatings (col. 3 In. 50). The 
word "coatings" is interpreted as an analogous term for "resins". 

31 . Kiritani et al. (3,981 ,821 ) disclose a method for preparing microcapsules 
containing a hydrophobic liquid (col. 1 In. 6), as explained above. 

32. At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to combine the teaching of North with the teaching of Kiritani et al. The water- 
soluble resin created from North's teaching could be used in the process that Kiritani et 
al. describe with a reasonable expectation of producing a microcapsule. 

33. Claims 1-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Skoultchi et al. (4,770,668) in view of North (4,285,690) and Kiritani et al. (3,981,821). 
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34. Applicant's claims are previously described. 

35. Skoultchi et al. disclose the production of the following compound for use as a 

permanent press, or wrinkle-resistant, fabric agent (col. 2 In. 12+): 

o. 




where R1 is alkyl or the following 



R 5 

I s 

-C C— O R 4 



R2 and R3 are OH, H, or combine to form 



R- 



Ri 

o . ; and 
R4 and R5 are alkyl, hydroxyalkyl, or H. 

36. The compound according to Skoultchi et al. wherein R1 is an H, or alkyl, and R5 
is an H, is one that falls under Applicant's claim. Skoultchi et al. disclose that the 
invention is water soluble, as evidenced by the preferred embodiment of an 8% 
aqueous treatment solution of the compounds (col. 5 In. 65). 

37. Skoultchi et al. are silent with regards to using their invention toward coatings. 

38. In view of North's disclosure, at the time of the invention, it would have been 
obvious to one of ordinary skill in the art to apply the invention of Skoultchi et al. toward 
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film-forming coatings. Both teach a method of making cyclic-urea compounds for use as 
a treatment for wrinkle-resistance in clothing. One in the art would search this class of 
compounds, recognize the homologous structures of both references, and therefore 
reasonably expect for the compounds to behave similarly in various reactions. 
Specifically, as North teaches that the compounds of his invention can produce film- 
forming resins for coatings (col. 3 In. 50), one of ordinary skill in the art would 
reasonably expect the compounds of Skoultchi et al. to be a suitable substrate for the 
production of film-forming resins. 

39. Kiritani et al. (3,981 ,821 ) disclose a method for preparing microcapsules 
containing a hydrophobic liquid (col. 1 In. 6), as explained above. 

40. At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to combine the teaching of Skoultchi et al. with the teachings of North and 
Kiritani et al. One would recognize that the compound created by Skoultchi et al. could 
be used to make coatings in view of North. One would also then recognize that said 
compound could further be used in the process that Kiritani et al. describe. 

Claim Rejections - 35 USC §112 

41. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

42. Claims 1-13 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Formula (I) of claim 1 and its dependents is 
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ambiguously defined. The description of formula (I) includes the phrase "R<|, R 2 , and R 3 
may together form a heterocyclic group," however, Applicant does not indicate whether 
R-iand R 2 may together compose a double bond, or must instead be separate 
constituents of the heterocyclic group where, for example, Ri is an N-substitution of a 
heterocyclic ring comprised by R 2 and R3. Claim 6 and its dependents are rejected for 
the same ambiguity, as the examiner considers the language describing formula (I) in 
claim 1 to be incorporated into claim 6 (see paragraph 4 of this Office Action). 

Conclusion 

43. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Freeman whose telephone number is 571-270- 
3469. The examiner can normally be reached on Monday-Friday 7:30-5:00PM EST 
(First Friday off). 

44. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, D. Lawrence Tarazano can be reached on 571-272-1515. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

45. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 iltsHJSA OR CANADA) or 571-272-1000. 




John Freeman 
Examiner 
Art Unit 1709 




